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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

2. Claim 12 recites "An software operating environment . which is directed to non- 
statutory subject matter. A computer software claimed as computer listings per se, i.e., the 
descriptions or expressions of the programs/software, are not physical "things." They are neither 
computer components nor statutory processes, as they are not "acts" being performed. Such 
claimed computer programs do not define any structural and functional interrelationships 
between the computer program and other claimed elements of a computer which permit 

the computer program's functionality to be realized. Accordingly, the claim is merely software 
per se and is non-statutory. 

Since claims 13 and 14 directly or indirectly depend on claim 12, they are also rejected 
under 35 U.S.C. 101, for the same reason set forth above for claim 12. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claim 1 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. The limitation "returning control of the first processing thread to the software 
application". What is the purpose of returning control of the first processing thread to the 



Application/Control Number: 10/646,474 Page 3 

Art Unit: 2624 

software application? Is there a particular control information provided to the first processing 
thread when the process is first initiated? A similar limitation also occurs in claim 2. Please 
clarify. 

Since claims 7-11 and 3-6 directly or indirectly depend on claims 1 and 2 respectively, 
they are also rejected under 35 U.S.C. 112, second paragraph, for the same reasons set forth 
above for claims 1 and 2. 

5. Claims 15-18 recite the limitation "The software operating environment"' 1 in line 1. The 
prior claim language does not recite a software-operating environment. There is insufficient 
antecedent basis for this limitation in the claims. 

Claim Rejections - 35 USC §102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

7. Claims 1, 7-8 and 11-12 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Rainey, etal (5,799,315). 

With regard to claim 1, as best understood, Rainey, et al discloses a method of analyzing 
electronic ink (See for example, Figs. 8-12), comprising: receiving, from a software application 
running on a first processing thread, document data for a document containing electronic ink 
content (See for example, item 130: 190, in Fig. 2 or item 800, in Fig. 8); employing the first 
processing thread to provide the document data to an electronic ink analysis, i.e., tagging or 
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modifying, process for analyzing on a second processing thread (item 160, in Fig. 2 or item 805, 
in Fig. 8); returning control of the first processing thread to the software application (which is 
done via processor 1 10, in Fig. 2); receiving results of the analysis process and reconciling the 
results of the analysis process with current document data for the document (See item 180, in 
Fig. 2; and col. 5, line 47 - col 6, line 12; and Fig. 12). 

With regard to claim 7, the method recited in claim 1, wherein the document data 
includes ink content non-ink content, i.e., graphical content, of the document (See for example, 
col 1, lines 63-66). 

With regard to claim 8, the method recited in claim 7, wherein at least a portion of the 
electronic ink content annotates, i.e., notation, the non-ink content (See for example, col. 4, lines 
46-51). 

With regard to claim 1 1, a computer-readable medium including computer-executable 
instructions stored thereon for performing the method of claim 1 (See for example, col. 3, lines 
21-30). 

With regard to claim 12, an software operating environment for analyzing electronic ink 
(See for example, Fig. 2), comprising: a software application that maintains a document 
containing document data including electronic ink data (See for example, item 800, in Fig. 8; and 
item 130, in Fig. 2); an ink analysis process, i.e., tagging or modifying, for analyzing electronic 
ink (See for example, item 805, in Fig. 8; and item 160, in Fig. 2); and an ink analysis tool, i.e., 
event detector, that receives the document data containing electronic ink data from the software 
application, provides the document data to the electronic ink analysis process to analyze, and 
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returns results produced by the analysis process to the software application (See for example, col. 
5, line 47 - col. 6, line 12; and Figs. 8-9) 

Claim Rejections - 35 USC §103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claims 1-4, 6-7 and 9-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Simske (7,106,905). 

With regard to claim 12, Simske discloses an software operating environment for 
analyzing electronic ink (See for example, Figs. 1 & 3-4), comprising: a software application that 
maintains a document containing document data including electronic ink data (See for example, 
item 104 which stores a software, in Fig. 1); an ink analysis process, i.e., OCR, for analyzing 
electronic ink (See item 1 12, in Figs. 1 and 3); and an ink analysis tool that receives the 
document data containing electronic ink data from the software application, provides the 
document data to the electronic ink analysis process to analyze, and returns results, i.e., 
recognition results, produced by the analysis process to the software application (See col. 5, line 
601 through col. 6, line 24; and item 104, in Fig. 1). Although Simske does not explicitly use the 
language "ink analysis tool", it would have been obvious if not inherent that the processor 102 
shown in Figure 1 is configured to communicate data to and from the memory "104" and 
generally controls operation of the system illustrated in Fig. 1, and once the document data is 
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scanned and stored in memory 104 via processor 102, this document is obviously transmitted to 
the OCR 112. Additionally, the OCR 1 12 would not be able to recognize any text contained in 
the document without receiving the document that is stored in memory 104. 

With regard to claim 1, as best understood, a method of analyzing electronic ink, 
comprising: receiving, from a software application running on a first processing thread, 
document data for a document containing electronic ink content (item 104:108, in Fig. 1); 
employing the first processing thread to provide the document data to an electronic ink analysis 
process, i.e., OCR or character recognition, for analyzing on a second processing thread (See 
item 1 10, in Fig. 1); returning control of the first processing thread to the software application 
(which is done via processor 102); receiving results of the analysis process, and reconciling, i.e., 
comparing or conforming, the results of the analysis process with current document data for the 
document (See for example, Fig. 3 and the associated text). 

With regard to claim 2, as best understood, the method recited in claim 1, further 
comprising: receiving the reconciled analysis results from the software application running on 
the first processing thread; employing the first processing thread to provide the reconciled 
analysis results to a second electronic ink analysis process, i.e., POST-OCR, for analyzing on a 
third processing thread (See item 1 14, in Fig. 1; and Figs. 3-4); returning control of the first 
processing thread to the software application (which is done via processor 102); receiving results 
of the second analysis process, and reconciling the results of the second analysis process with 
current document data for the document (See for example, Fig. 4 and the associated text). 
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With regard to claim 3, the method recited in claim 2, wherein the first analysis process is 
an electronic ink layout (See for example, col. 6, lines 54-67) and classification, i.e., text and 
non-text, analysis process and the second analysis process is a recognition process (See col. 5, 
line 60 through col. 6, line 19). 

With regard to claim 4, the method recited in claim 2, wherein the third processing thread 
is the same as the second processing thread (item 1 10, in Fig. 1). 

With regard to claim 6, the method recited in claim 2, wherein the second analysis 
process is a recognition process with a first stage for recognizing electronic ink data designated 
to be in a first language, i.e., non-native language, and a second stage for recognizing electronic 
ink data designated to be in a second language, i.e., native language (See for example, item 1 14, 
in Fig. 4, and its associated text). 

With regard to claim 7, the method recited in claim 1, wherein the document data 
includes ink, i.e., text, content non-ink content, i.e., non-text, of the document (See for example, 
col. 6, lines 4-5). 

With regard to claim 9, the method recited in claim 1, further comprising: creating a data 
structure for the document data received from the software application, and providing the data 
structure to the first analysis process (See for example, col. 6, lines 4-9). 

With regard to claim 10, the method recited in claim 9, further comprising: providing the 
data structure to the software application for use in maintaining the current state of the document 
(See for example, item 104, in Fig. 1). 
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With regard to claim 1 1, a computer-readable medium including computer-executable 
instructions stored thereon for performing the method of claim 1 (See col. 3, lines 47-67). 

With regard to claim 13, the software operating environment recited in claim 12, wherein 
the software application operates on a first processing thread (See for example, item 108, in Fig. 
1)); and the analysis process operates on a second thread different from the first thread, such that 
the software application continues to operate while the analysis process analyzes the electronic 
ink in the document data (See item 1 10, in Fig. 1). 

With regard to claim 14, the software operating environment recited in claim 13, wherein 
the ink analysis tool reconciles the results produced by the analysis process with current 
document data for the document (See item 1 12 or 1 14, in Fig. 3-4). 

With regard to claims 15-18, claim 2 encompasses the limitations of these claims, and are 
rejected the same as claim 2. Thus, argument analogous to that presented above for claim 2 is 
applicable to claims 15-18. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. US Patent Numbers: 5587560, 5600834 and 6240414; and US Patent Application 
Publications: 2002/0133507 and 2002/0191452 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL G. MARIAM whose telephone number is 571-272- 
7394. The examiner can normally be reached on M-F (7:00-4:30) FIRST FRIDAY OFF. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MATTHEW BELLA can be reached on 571-272-7778. The fax phone number for 



Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



the organization where this application or proceeding is assigned is 571-273-8300. 



Information regarding the status of an application may be obtained from the Patent 
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